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Please find below and/or attached an Office communication concerning this application or proceeding. 
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Office Action Summary 



Application No. 
09/975,220 



Applicant(s) 



Mahendran et al. 



Examiner 



John Kim 



Art Unit 

1723 




MONTH(S) FROM 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be avaiiable under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed after SIX (6) MONTHS from the 
mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minbmum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (0) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1 .704(b). 

Status 

1 ) K Responsive to comnnunication(s) filed on Oct 1 1, 2001 „ 

2a) □ This action is FINAL. 2b) 1x1 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1; 453 O.G. 213. 

Disposition of Claims 

4) ^1 Claim(s) 1-30 is/are pending in the application. 



4a) Of the above, claim(s) 
b)U Claim(s) 



6)K Claim (s) 1-30 

?)□ Clalm{s) 

8)D Claims 



is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction and/or election requirement. 



Application Papers 
9)0 The specification is objected to by the Examiner. 

10)K The drawing(s) filed on Oct 11, 2001 is/are a) K accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: ajD approved b)^ disapproved by the Examiner 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All bjD Some* c)D None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. . 



3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
a)D The translation of the foreign language provisional application has been received. 

15) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. §§120 and/or 121. 

Attachment{s) 

1) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-4131 P^er No(s). 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948J 5| Q Notice of Informal Patent Application (PTO-1 52} 

3) O Information Disclosure Statement(s) (PTO-1 449) Paper No{sJ. 6) Q Other: 



U. S. Patent and Tradenrwrk Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 3 
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Art Unit: 1723 

1. This application is objected to under 37 CFR 1 .172(a) as lacking the written consent of all 
assignees owning an undivided interest in the patent. The consent of the assignee must be in 
compliance with 37 CFR 1.172. See MPEP § 1410.01. 

A proper assent of the assignee in compliance with 37 CFR 1.172 and 3.73 is required in 
reply to this Office action. 

2. Applicant is reminded of the continuing obligation under 37 CFR 1 .178(b), to timely 
apprise the Office of any prior or concurrent proceeding in which Patent No. 5,639,373 is or was 
involved. These proceedings would include interferences, reissues, reexaminations, and litigation. 

Applicant is further reminded of the continuing obligation under 37 CFR L56, to timely 
apprise the Office of any information which is material to patentability of the claims under 
consideration in this reissue application. 

These obligations rest with each individual associated with the filing and prosecution of 
this application for reissue. See also MPEP §§ 1404, 1442.01 and 1442.04. 

3. The reissue oath/declaration filed with this application is defective (see 37 CFR 1.175 and 
MPEP § 1414) because of the following: 

It does not state that the person making the oath or declaration believes the named 
inventor or inventors to be the original and first inventor or inventors of the subject matter 
which is claimed and for which a patent is sought. 

It does not state whether the inventor is a sole or joint inventor of the invention claimed. 
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The specification to which the oath or declaration is directed has not been adequately 
identified. See MPEP § 601.01(a). 

It does not state that the person making the oath or declaration has reviewed and 
understands the contents of the specification, including the claims, as amended by any 
amendment specifically referred to in the oath or declaration. 

It does not state that the person making the oath or declaration acknowledges the duty to 
disclose to the Office all information known to the person to be material to patentability as 
defined in 37 CFR 1.56. 

It does not identify each inventor by full name, country of citizenship as required by 35 
U.S.C. 115 and 37 CFR 1.63(a)(3). Each inventor's residence and mailing address must 
also be provided. 

It does not include the notary*s signature, or the notary's signature is in the wrong place. 

It does not include the notary's seal and venue. 
4. The reissue oath/declaration filed with this application is defective because it fails to 
contain the statement required under 37 CFR 1.175(a)(1) as to applicant's beHef that the original 
patent is wholly or partly inoperative or invalid. See 37 CFR 1.175(a)(1) and see MPEP § 1414. 
37 CFR 1. 175(a)(1) requires the statement that "the applicant beheves the original patent to be 
wholly or partly inoperative or invalid by reason of a defective specification or drawing, or by 
reason of the patentee claiming more or less than the patentee had the right to claim in the 
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patent , stating at least one error being relied upon as the basis for reissue." Bold and underline 
potion is missing. 

5. The reissue oath/declaration filed with this application is defective because it fails to 
identify at least one error which is relied upon to support the reissue application. See 37 CFR 

1 .175(a)(1) and MPEP § 1414. Specific changes or amendments to the claims must be identified. 
If new claims are presented, their differences from the original claims must be pointed out. 

6. The reissue oath/declaration filed with this application is defective because it fails to 
contain a statement that all errors which are being corrected in the reissue application up to 
the time of filing of the oath/declaration arose without any deceptive intention on the part of 
the applicant. See 37 CFR 1.175 and MPEP § 1414. Bold and underlining portion is missing. 

7. Claims 1-30 are rejected as being based upon a defective reissue declaration under 35 
U.S.C. 251 as set forth above. See 37 CFR 1,175. 

The nature of the defect(s) in the declaration is set forth in the discussion above in this 
Office action. 

8. Claims 1-30 are rejected under 35 U.S.C. 251 as being broadened in a reissue application 
filed outside the two year statutory period. Deletion of "a first header and a second header 
disposed in transversely spaced-apart relationship with said second header within said substrate" 
from the original claims of U.S. Patent No. 5,639,373 and presented in new claims 23-30 
broadens the scope of the new claims. A claim is broader in scope than the original claims if it 
contains within its scope any conceivable product or process which would have infringed the 
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original patent. A claim is broadened if it is broader in any one respect even though it may be 
narrower in other respects. 

9. Claims 1-30 are rejected under 35 U.S.C. 251 as being improperly broadened in a reissue 
application made and sworn to by the assignee and not the patentee. A claim is broader in scope 
than the original claims if it contains within its scope any conceivable product or process which 
would have infringed the original patent. A claim is broadened if it is broader in any one respect 
even though it may be narrower in other respects. See above paragraph 9 for the broadening 
issue. 

10. Claims 23, 25-26 and 29 are objected to because of the following informalities: Recitation 
of "said permeate collection meas " in following places needs to be corrected to "said permeate 
collection means ": line 21 of claim 23 and claim 25, line 26 of claim 26 and line 22 of claim 29, 
Appropriate correction is required. 

1 1 . The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. References in PTO-892 are prior art cited in U.S. Patent No. 5,639,373 and a first 
reissued patent US RE37,549 of the U.S. Patent No. 5,639,373. 

12. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to John Kim whose telephone number is (703) 308-2350. The examiner can 
normally be reached on weekdays from 7:00 AM - 3:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Wanda Walker, can be reached on (703) 308-0457. The fax phone number for official response 




Application Number: 09/975220 



Page 6 



Art Unit: 1723 

after final action is (703) 872-93 1 1, and the fax phone number for all other official faxes is (703) 
872-9310, 

When sending a draft amendment by fax, please mark the paper as "DRAFT"; otherwise, 
mark the paper "OFFICIAL". This will expedite the processing of the paper. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0651. 



John Kim 
Primary Examiner 
Art Unit 1723 




J. Kim 

July 18, 2002 



